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DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 14
and 17. Cainms 1 and 18, the only other clains remaining in

t he application, have been all owed.



Appeal No. 1999-0983
Application No. 08/782,891

The clains on appeal are drawn to a tire, and are
reproduced in the appendix to appellant's brief.?

Clainms 14 and 17 stand finally rejected on the foll ow ng
grounds:
(1) For failure to conply with the witten description
requi rement of 35 U.S.C. 8§ 112, first paragraph;
(2) For failure to conply with 35 U.S.C. § 112, second
par agr aph.

Rejection (1)-Witten Description

The initial portion of claim 14 reads (enphasis added):

A tire including a bead on each side of the
equatorial plane of the tire, a circunferentially
ext endi ng carcass anchoring neans enbedded in each
bead, said carcass anchoring neans having a radially
i nner and axially inner edge,

The exam ner asserts that there was no witten
description, as required by 35 U. S.C. 8§ 112, first paragraph,
of the claimed "carcass anchoring neans" in the application as
filed.

The term "carcass anchoring neans"” does not appear in the

YInreviewing the clains, we note that "the inner side
wall" in line 6 of claim 14 does not appear to have a clear
ant ecedent basis in the claim
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specification or clains of the originally-filed application.?

However, at page 6, line 26, to page 7, line 13, of the
original specification appellant discloses:

The tire bead shown in Fig. 1 conprises a bead
wre 3 formed in this case by the winding of a
profiled nenber of curved cross section. It also
conprises a carcass 1 of the nonofil type anchored
to the bead wire by the fact that the single cord
constituting the carcass fornms forward and return
paths with respect to each bead wire around which it
is very intimately pressed. The carcass and the
anchoring thereof to a bead wire are constructed in
t he manner explained in US Patent 4,801,344. This
arrangenment is, to be sure, not limtative, and
ot her arrangenents can be adopted within the bead.
Al'l the conmponents which the bead contains have not
been indicated in detail since, in general, the
present invention does not directly concern their
selection and | ocation, but essentially proposes a
new shape for the inner edge of the bead.

Thus, the original application discloses that bead wire 3
anchors the carcass. Nevertheless, the exam ner contends that
there is no witten description of "carcass anchoring neans,"
i.e., it is new matter, because (answer, page 6):

one of ordinary skill in the art would not have
known fromthe original disclosure that the carcass

2 Application No. 08/284,809, filed August 2, 1994, of
whi ch the present case is a file wapper continuation under 37
CFR 8§ 1.62 (1995).
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anchori ng

function was the only feature of the bead wre

pertinent to the clainmed invention and therefore

woul d not have understood appellant to have

inplicitly disclosed any possi bl e carcass anchoring

means by explicitly reciting only the bead wre.

We agree with the appellant and, apparently, the exani ner
t hat "carcass anchoring neans" is a nmeans-plus-function

expression within the purview of 35 U S.C. § 112, sixth

par agraph. As such, the sixth paragraph provides that it
shall be construed to cover the corresponding structure
described in the specification (i.e., the bead wire) and
equi val ents thereof; the examner's inplication, supra, that
it covers "any possible carcass anchoring neans" is a broader

interpretation than the statute provides. See In re Donal dson

Co.., Inc., 16 F.3d 1189, 1195, 29 USPQR2d 1845, 1850 (Fed. Cr

1994) .

The exam ner seens to be of the opinion that, for a
di scl osed structure to be the structure which corresponds to a
means- pl us-function, the clained function nust be the only
feature of the structure which is pertinent to the clai ned

invention. W are aware of no authority for this proposition
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and do not agree with it, there being no such restriction in
the statute or case | aw

Since, as discussed above, under the sixth paragraph of
§ 112, "carcass anchoring nmeans"” is construed to cover the
bead wire and equival ents thereof, the question remains as to
whet her, assum ng arguendo that 8§ 112, first paragraph,
requires that the originally-filed application have included a

witten description of such "equival ents thereof,"” said
application in fact did so. It is of course not necessary
that specific equivalents be described in the specification,

"for such a requirenent would render [8 112, sixth paragraph]

meani ngl ess.” Toro Co. v. Wite Consol. Ind., Inc., 199 F. 3d

1295, 1300, 53 USPQ@d 1065, 1068 (Fed. Cir. 1999). Rather, we
apply the fundanmental test for conpliance with the witten
description requirenent, nanmely, would the application as
filed, considered as a whol e, have conveyed to one of ordinary
skill in the art, either explicitly or inherently, that

applicant invented the subject matter claimed. Reiffin v.

Mcrosoft Corp., 214 F.3d 1342, 1346, 54 USP2d 1915, 1917

(Fed. GCir. 2000).
In the present case, we consider that this test is net
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with regard to the "equival ents" of the bead wre, so that
appellant's recitation of "carcass anchoring neans" for the
first time in a non-original claimdoes not constitute new
matter.® In the first place, it is not clear that "carcass
anchoring neans” does in fact include structure other than a
bead wire, since the exam ner has not identified anything
known in the art which would be the equivalent of a bead wre
under 8 112, sixth paragraph.* Secondly, we consider that the
above- quoted di sclosure frompage 6, line 26, to page 7, line
13, of the specification would have conveyed to one of
ordinary skill that appellant was in possession, not only of a
bead wire as an el ement of the invention, but also of

equi valents of the bead wre. Thus, as stated on page 7,
lines 7 to 9, the arrangenent of the carcass and anchoring to
a bead wire is "not Iimtative, and other arrangenents can be

adopted within the bead.” Also, inlines 9 to 13 appell ant

3 "Carcass anchoring neans" was first recited in a claim
when cl aim4 was anended and cl aim 14 was added by anmendnent
filed August 16, 1995 (Paper No. 8).

4 An equival ent structure under 8§ 112, sixth paragraph,
must be a structure that was available at the tinme of the
i ssuance of the claim A -Site Corp. v. VS| Int'l., Inc., 174
F.3d 1308, 1320, 50 USPQ2d 1161, 1168 (Fed. Cir. 1999).
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di scl oses that "the present invention does not directly
concern . . . selection and location [of all the conponents
whi ch the bead contains], but essentially proposes a new shape
for the inner edge of the bead.” In our view, this disclosure
woul d have conveyed to one of ordinary skill that the tire
whi ch appellant invented was not limted to containing a bead
wire, but rather contained a "carcass anchoring neans,"” to the
extent that that termincludes equivalents of a bead wre.
Accordingly, rejection (1) will not be sustai ned.

Rej ection (2)-Indefiniteness

In this rejection, the exam ner finds |ack of conpliance
with the second paragraph of § 112 on two grounds.

First, the examner finds claim17 to be indefinite
because "surface" (line 2) has no antecedent basis. Appellant
does not disagree, but rather agrees to anend the claim
appropriately (reply brief, page 1). This ground of the
rejection will therefore be summarily sustai ned.

Second, the exam ner asserts that "what is included by
appellant's use of the term'carcass anchoring neans' other
than the bead wire cannot be determned in |ight of the

specification" (answer, page 5). W disagree. As discussed
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under rejection (1), the specification discloses that the bead
wire perforns the function of anchoring the carcass.
Therefore, pursuant to 8§ 112, sixth paragraph, "carcass
anchoring neans” is construed to cover the bead wire and
equi val ents thereof. Appellant is not required to describe in
t he specification what these equivalents (if any) are. Toro
Co., supra. The term "carcass anchoring nmeans" accordingly
does not render the scope of the clains indefinite, and we
will not sustain this ground of rejection (2).
Concl usi on

The exam ner's decision to reject clains 14 and 17 under
§ 112, first paragraph, is reversed, and to reject said clains
under 8 112, second paragraph, is reversed as to claim 14 and

sustained as to claim 17.

No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
§ 1.136(a).

AFFI RVED- | N- PART
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